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Types of Intellectual Property

Patents

A legal monopoly granted by the United States Patent and Trademark Office to exclude others
from making, using, offering for sale, or selling an invention throughout the United States or
importing the invention into the United States for a limited time in exchange for public disclosure
of the invention

Trademarks

Any word, symbol or device (or combination thereof) that identifies and distinguishes one party’s
goods from the goods offered by another party

Copyrights

A form of protection that provides the owner the right to control the reproduction, modification,
distribution, performance, and display of an original work of authorship

Trade Secrets

Information that gives a business a competitive advantage because it is not reasonably
ascertainable and it is maintained in secrecy



Patents

The Why, What, Where and When of Patents:

Whyv do I need it?

You have put a lot of yourself into your invention. Thinking about the invention, a lot of time on
the internet doing research, spending money on building prototypes, determining market
conditions — the list never ends so don’t give away all of your hard work for free! An issued
patent prevents others from making, selling or using your innovations within the United States.
That includes importation into the United States, so while someone could make your patented
invention in China, they cannot import the patented invention into the United States.

You can sell it! A patent is an important property right that you can sell or license. Many people
want to sell their invention or license it to others and unless you are either patent pending or hold
an issued patent, you do not have anything to offer. In fact, most large companies will instruct
you to file for a patent before you submit your idea to them. They do not want to be accused of
stealing your idea, an idea they may already have in R&D, and the application or patent
demonstrates you are serious about your invention.

Investors love you to have intellectual property. Tied into the above ability to sell and license
your invention, intellectual property rights provided by patents are very highly valued by current
and potential investors. Watch an episode of Shark Tank and you will see just how important
they can be in negotiations with investors.

Sean’s note — In the end, who do you want to be? The person with the patent or without?
An inventor has a particular advantage over others who start businesses selling others’
products and services — the inventor has something that only the inventor can control: a
federally granted monopoly.

I mailed my invention idea to myself to establish I was the first inventor and am safe right?

Unfortunately, the answer is no. The US is a first to file country meaning that the first person to
file for protection is considered the first person to invent regardless of who first invented.
Therefore, it is in your best interest to file as soon as possible to avoid someone else beating you
to the patent office. The above said, only the true inventor can file for protection. In other words,
if someone sees your invention and files before you, their application would be invalidated for
fraud on the USPTO as they were not the true inventor. A problem could arise, however, where
they modify or improve your invention and then file — effectively locking you into a very limited
version of your invention, thus there are advantages to those who file while their invention is still
secret.

Sean’s note — In a perfect world all inventors would file before doing anything that might
Jjeopardize their US and foreign rights by always filing before their invention is made
public. But life isn’t perfect and there are many times when the invention is made public
to test sales and/or there is no need for foreign protection. In such an instance, being
public can be considered good because it does prevent others from filing on the same
invention and can give the inventor, if they have the means to make and sell the product in
a relatively short time frame, more reason to file because of market success. That being
said, it is always best to file as soon as possible and remember that if you are public for
more than 12 months you cannot file.



Timing — I have been selling my invention, can I still patent it?

The United States has what is called a one-year statutory bar date — in normal English it means
that if your invention becomes publicly known by making, selling or using it in a public manner,
you have 12 months from the date that you first made it public to file your patent application. If
you do not file within 12 months, you cannot file and lose all of your rights. There are some
grey areas when determining if your actions would be considered “public” or “experimental,” but
you should always err on the side of presuming your actions may be public. In fact, the Supreme
Court recently ruled that even secret sales would start the clock.

The above may or may not apply to foreign countries which are typically more restrictive than the
US. While Canada allows the 12-month window, most countries do not allow filing if you made
your invention public before filing for protection. Thus, if you want protection in Europe, for
example, it is important that you file in the US before you make the invention public.

If you are in the development stage and using third parties, it is important that you impress upon
them the need for secrecy, including nondisclosure agreements, to prove that you maintained your
idea in confidence.

Sean’s note — Do not rely on the excuse that it was experimental or that “no one outside
of my family know about it.” There have been many instances of clients having come in
with a game or tool that their family has been playing or using for many years, even
decades, and now they want to protect it. Unfortunately, it would be impossible to argue
that something so old has been retained in legal secrecy and therefore DO NOT WAIT!

What can I patent?

Patents can first be broken into design patents and utility patents.

Generally, a design patent protects the ornamental features of an invention, i.e. what it looks like.
For example, you can get a design patent on a new lamp shade as long as it looks different from
other lamp shades. Design patents can be used effectively to prevent direct knock offs of
inventions as well as protect a portion of an invention, such as a bumper of a vehicle.

Utility patents are used to protect processes/methods (a method of making a golf ball),
apparatuses/machines (mechanical devices from hammers to rocket engines), and
software/applications (though more limited).

Plant patents are also available should you create a new plant sub-species — though this is a very

specialized area of law.

What can’t I patent?

While the above includes most items you might be able to think of, there are limitations on what
can be patented because either 1) they are protected by other types of intellectual property
protection or 2) are not patent eligible for other reasons.

Examples of intellectual property which is protectable, just not by patents, include music,
photographs and artistic expressions in general which are covered by copyright law, business



names, logos, trade dress and the like are covered by trademark law, and finally those processes,
formulations, and other information that is covered by trade secret law which you keep hidden
from the world.

What about software? Software is a tricky one and the law is constantly changing in this area.
The Patent Office will tell you that “abstract ideas” are not patentable and defining what is
abstract or concrete is often boiled down to what is called the machine or transformation test. Is it
a machine? Does it include a machine? Or is something being transformed by the process
involved? Often the Patent Office will argue that software is simply manipulating data —
something that can be done mentally and mental processes are not patentable, so why should it be
patentable if it is placed on a computer? Generally, attempting to patent software is an uphill
battle unless it is tied to some machine or process that is inventive as opposed to simply
manipulative. It is an area of law where the inventor must make certain that the attorney has a
high level of experience.

And my perpetual motion machine? Ideas which violate the laws of physics, are mental
processes alone, include only mathematics, or occur in nature (natural phenomena) are also not
patentable. So unfortunately, your world saving idea of capturing unlimited power from
nothingness might save the world, but it will not be patentable.

Seans note — Generally anything new and useful is patentable but being “useful” is not
enough. This is particularly true of software and even more specifically phone
applications. Most of these are simply glorified spreadsheets presented in an easier to
read or understand format. That is not an invention. That is not saying that no software
or apps are inventions but know that the USPTO is highly suspect when the only physical
interface for your invention is a computer or a phone.

But isn’t it too expensive to enforce my patent and go after an infringer?

The “I will be buried by the big guys so why get the patent?”” statement is one that patent
attorneys hear often. However, there are mitigating factors involved that make the obtaining of
the patent far more favorable than any concerns of future litigation.

Who would you rather be; the guy with or without the patent? This is an important realization —
when you are in negotiations with a competitor who has stolen your invention, it is clearly better
for you to be the one with the patent.

When it comes to someone infringing your invention, the bigger the player the better chance that
they will deal with you — if you are reasonable — than go through the headache of a lawsuit. Large
companies would rather buy your invention or license it, as opposed to finding themselves in a
suit where the attorney, seeing big dollar signs, takes the case on a contingency basis allowing the
patent holder to sue essentially for free.

Hit them where it counts without a lawsuit! If someone sells an infringing product to or
through large retailers such as Amazon, Wal-Mart, Target, etc., you can send letters to these
companies, and they will pull the product as they do not want to be sued for infringement —
remember that one of your rights is the right to sell the patented product. Instead of getting into a
squabble between two parties, these companies simply remove the product giving you a large
amount of leverage over the accused infringer.

When it comes to small operators, more often than not, a simple letter stating you find
infringement and will take action to protect your intellectual property is all that is needed. They



may not realize they are infringing the invention and in any event often would not have the ability
to defend against even the very beginning steps of a lawsuit.

What are the odds? Generally, the odds are very low that you will ever find yourself in the
beginnings of a patent infringement case let alone the case not being resolved before going to
actual trial. There are approximately 4,000 to 5,000 patent infringement cases filed each year
(most of which do not go to trial), while there are, at any given time, more than 2,500,000 valid
US patents in circulation. Simple math tells us that the risk of finding yourself in such a suit is
extremely small and will only happen if there is enough money on the line to make it worth it for
both parties.

Sean’s note — In my 20+ years of being an attorney, I can tell you that from the smallest
inventor to large corporations, you are in a better position if you are the one with the
patent. The odds of getting caught in a lawsuit are extremely low — I have had very few —
as nearly all infringement cases are settled long before a lawsuit is contemplated. Also,
having been in-house counsel at a large corporation, having patents gives you something
to play with in negotiations with your competitors.

I filed my own provisional patent application, so I am safe, right?

Likely not. Writing a patent application is an extremely technical process and patent attorneys
often learn under another attorney for several years before they write patent applications on their
own. Our firm has found that every inventor, self-prepared provisional patent application has
been fatally flawed in one way or another. This is true even when the inventor goes online and has
a company “assist” them with the preparation. Basically, if the patent attorney is not doing the
work, there will be problems with the application.

The above can lead to a very serious scenario. As stated earlier, the US has a one-year bar date
where you must file your patent application within one year of making the invention public. A
provisional application is valid for 1 year at which point it will go abandoned and therefore you
must file a non-provisional application claiming the provisional application filing date before the
provisional application goes abandoned. Imagine a case where an inventor starts to sell their
invention, thereby making it public, and waits 6 months to file a provisional application. Later,
before the provisional application goes into abandonment but more than 12 months after the first
offer for sale, the inventor tries to file a non-provisional application claiming the filing date of the
provisional application. During examination the patent Examiner finds that the provisional
application does not teach everything shown in the non-provisional and the provisional is
considered deficient in accurately teaching the invention. The Examiner will object to the usage
of the provisional as the basis for the application and that filing date is lost. Because the filing of
the non-provisional application was more than 12 months after the first sale, the non-provisional
application is also rejected, and the inventor loses all rights to the invention.

This scenario is a real one that plays out often and it cannot be stressed enough that an inventor is
not qualified to write their own patent application with disastrous results occurring when the
inventor relies on protections that do not in reality exist.

Sean’s note — This is one area of a law where you need an expert trained in writing
patents. You cannot write the patent application properly and will have wasted time and
money, and potentially all rights, relying on anything that was not completely prepared
and vetted by a patent attorney. I don’t say this to be harsh or demean your writing
abilities, I say this because I have never had a client come to me with a provisional
application that is useful and more often than not, they have severely damaged rights by
relying on their filing.



Worldwide patent - Can I rule the world with my patent?

Unfortunately, there is no such thing as a world wide patent — your patent does have some
limitations in both time and space. Specifically, a patent filed with the United States Patent and
Trademark Office (USPTO) is only enforceable in the United States.

You can control the world! Well, sort of. While a patent filed in the USPTO is only enforceable
in the United States, you can also file for protection in other countries. There are several routes
that you can take to make the jump to areas outside of the US, but you must make those filings
within 12 months of filing in the US for utility patents and within 6 months of your filing date for
design patents. Also, you will need to pay for an attorney and the government fees for each
country you want protection in. These fees can add up quickly and therefore it is important to
pick additional countries wisely while keeping the maximization of profits in mind.

Sean’s note — Many clients come to us concerned about what is happening in foreign
countries — don’t (generally). It is extremely expensive to file outside of the US because
you need to pay all their fees plus have attorneys in those countries. How much profit do
you need to make to have it be feasible to even enforce a patent in China or Italy? The
US is the largest market in the world, and it is typically far more important to keep others
from shipping into the US, a right the US patent gives you.

For how long is my patent valid?

A utility patent is valid for 20 years from date of filing though some time may be added by the
USPTO should the patent examination process incur excessive delays. A design patent is valid
for 15 years from the date of issuance.

Any additional hidden costs? Design patents do not have any additional fees once issued — they
are good for 15 years and you don’t have to think about them again. Utility patents require
maintenance fees payable at 3.5 years, 7.5 years and 11.5 years after issuance (folklore states
congress couldn’t agree on the years, so they split the difference). These fees become
progressively more expensive, though because the patent examination process can take 2-4 years,
the first maintenance fee is usually due more than at least 6 years after the original filing, giving
you more than enough time to determine whether or not the invention has become profitable and
worthy of keeping in good standing.

Sean’s note — Some clients are concerned that they will not have their patent forever and
at some point others can freely copy it. Inventors should remember that 20 years is a very
long time, and if their idea is successful they will eventually rely on other rights or
advantages to keep their business going. Moreover, most inventors improve upon their
invention through the years and therefore file additional patent applications for these
improvements.



Onward to a Patent

“Ok, I'm convinced a patent for my invention is worthwhile, now what?”

When is it time to see the lawver — and how do I save money beforehand?

Once you have gone through the steps of determining if your idea is a patentable idea (usually an
article that is manufactured or a process of creating something) you can use some search tools to
see if your idea already exists. It should be noted that this is not a replacement for a professional
search — even patent attorneys use professional searchers who are more adept than anyone at
finding related prior art describing inventions like yours — but can save you time and money
should you find your invention already patented. If you find your general concept, you still may
be able to get a patent on the improvement or modifications, but any information you find will
educate you on the merits of going forward or going back to the drawing board.

One popular search engine used by many people is Google patents located at
https://patents.google.com. This search engine is somewhat limited by requiring the correct
search terms to be used but will allow you to go through families of patents as well as look
through cross-referenced patents. An upside of this search is that it shows thumbnails of the
patents located to let you quickly determine which documents are important and which are not.

The USPTO also allows for searching of patents and can be located under the “patents” heading
at www.uspto.gov. This site is not as user friendly as it could be since it requires very precise
language in order to locate relevant documents and the documents are not easily flipped through.
Thus, it is a bit slow and cumbersome to use compared to Google patents.

Finally — though you have likely done this first — you should be looking through general search
engines to see if your product or idea is already for sale or known to others. This step cannot be
discounted as many ideas are never patented and therefore no documentation exists at the USPTO
concerning them.

Sean’s note — As an example, our firm has a client who wanted to license technology from
a foreign company, technology that the foreign company was filing patents on in many
countries and wanted our client, as part of the license agreement, to fund the US patent
filings. Our search found a blog, teaching the process in question, being used 10 years
earlier and clearly undermining any ability for the company or my client to patent the
technology. The patent Examiner can use anything that was publicly available, anywhere
in the world at the time of your filing, against you. So don’t be fooled into thinking that it
was only done on the other side of the world and therefore you can file — only the first,
true inventor can obtain patent protection.

I can’t find my idea anywhere, now what?

Contact your friendly neighborhood patent attorney! Finding a patent attorney is not terribly
difficult as your internet search will attest to but do some research to determine if the person you
contact lines up with your expectations. Generally, if you are cost conscious (and it is presumed
that you are), you should be looking for an attorney who provides you with a free consultation
and a fee structure that is transparent.



The free consultation can be very important if this is your first rodeo because you may not
actually need help for any number of reasons and you do not want to pay to find out you can’t
protect your idea.

The fee structure is important as the patent prosecution process (writing, filing and arguing the
patent application before the USPTO) is complicated, can take 2-3 years to complete and involves
multiple sub-steps. Some law firms charge for each step including consultation time, creation of
drawings, writing of the patent application, arguing with the patent Examiner (typically 1-3
arguments per application), as well as time/costs for mailing items to you and the USPTO. Other
law firms may flat fee certain portions of these steps. Regardless of which firm you go with,
please make sure it is clearly stated what the total bill is likely to be and what you will be charged
at each stage of the patent filing and prosecution process.

Sean’s note — I have experienced many clients who have had bad experiences when it
comes to fees. The biggest complaint is that the client does not realize how much time
(and associated costs) is involved when the patent examination phase begins. Nothing is
worse than being told you are being preliminarily rejected and receiving a bill for several
thousand dollars to deal with it. That is why we moved to a flat fee service — and
because, frankly, billing has its own difficulties.

Discuss vour options with the patent attorney.

The patent attorney will discuss your invention with you — and this conversation is confidential as
you will have attorney-client privilege — to determine if your idea is first considered patentable
subject matter and then what types of patents could be open to you. Sometimes an invention may
be covered by both utility and design patents and furthermore could include apparatus and
method utility patents. The attorney will help you decide which type of patent is best suited to
your invention and will have the greatest chance of success at the USPTO. Once it has been
determined that you have the potential to protect your invention, it is time to move onto the next
step.

My attorney suggests a patent search but I couldn’t find my idea anywhere, do I really need to pay
for the patent search?

YES! (usually) Once you have decided that you want to move forward, a patent search is advised
to make sure that you are wisely spending your money. Preparing a patent application is an
expensive endeavor and the patent search is at least some insurance that it is going to be money
well spent.

As indicated above, a professional searcher has tools available to them, which they pay to have
access to, that allows for a more thorough search than is available to the inventor. Patent
attorneys typically have a professional searcher do the search, as opposed to the attorneys
themselves, because the searcher only does searches and is far more likely to find those hidden
prior art (anything public) documents.

Once the search is completed, the patent attorney will review the findings and provide you with a
patentability opinion. The opinion indicates the attorney’s belief as to whether a patent is feasible
and may further provide some specifics as to what are seen as the distinct differences between
your invention and what the prior art teaches.

Occasionally an inventor will have an idea that is so out there or is so completely within the realm
of the inventor’s field/employment, that the search has less value — but these are rare
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circumstances, and you are nearly universally advised to obtain a patent search and patentability
opinion.

Sean’s note — Yes we know that you have done some extensive searching and it just
doesn’t exist, which is why you are meeting with us. But, I had a client once come in who
claimed to have searched to the point that he had looked at 3,000 plus patents. He
proceeded to write me a check for several thousand dollars and told me to go ahead with
the patent application; he did not need a search. He left the office and one of my staff
members thought “Hey, this seems familiar.” The staff member did a search and found
the exact same idea within 5 minutes. Needless to say, we returned the check to the client.

I received a good patentability opinion, how do I get to patent pending?

Having patent pending status is an important step for the inventor as it provides the inventor with
a tangible property right — one that can be sold and licensed — and allows the inventor to go out
into the world with their invention without fear that another may try to steal it.

Once you decide on the type of patent that best suits your goals, the patent attorney will have
drawings prepared and write the patent application. This process can be fairly quick, 1-2 weeks,
or long 1-2 months, depending on many factors but the most prevalent delaying factor is the
drawings. The drawings must show every element of the invention which is discussed within the
patent application. Once filed, a patent application cannot be amended to add new matter and as
the drawings are particularly exemplary, the drawings are notoriously difficult to amend after the
application is filed. Therefore, it is extremely important that the drawings correctly show the
mmvention.

After the application is prepared, it is sent to the inventor so that the inventor can read through the
application, correct any errors and otherwise ensure that the invention is fully and accurately
described. The inventor will sign the application and return it to the attorney so that it can be
filed with the USPTO. The attorney will typically electronically file the application so that an
immediate confirmation and patent application number are received. When the USPTO receives
the application, either by paper mailing or electronically, the invention has patent pending status.

Sean’s note — due to the time it can take to have an application written, the client can
become anxious. But remember, once the application is filed, it cannot be added to or
changed and therefore it is important that this process is done correctly with as much
time as needed.

Multiple inventors: I want to add my business partner/friend/cousin/mom/child (vou fill in the
blank) as an inventor to own part of it, can I do that?

Short answer NO, but this is a question that patent attorneys answer frequently — who owns this
thing? The answer, however, comes down to understanding that there is a difference between
ownership and inventorship when asserting rights to patent applications and issued patents, and
this is an important distinction as it is the owner (which may not necessarily include the inventor)
who can sell, license and assert the rights of the patent application or issued patent.

Inventors — This is a legal designation in the eyes of the USPTO. Either you are an inventor or
you are not. Did you add elements to the invention that are found in the patent, and more
specifically the claims of the patent? If the answer is yes, then you are an inventor and there is no
way around that fact. In fact, not including an inventor on a patent application or adding a person
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as an inventor who is not one is considered fraud on the USPTO and can invalidate your patent.
So no, you can’t add your friend, cousin, mom or child as an inventor simply because you want
them to have ownership in the patent rights.

Ownership — This is a bit more complicated. Generally, the inventor is the owner of the rights
that come along with a patent application or issued patent. Moreover, each inventor owns 100%
of the rights. That is, if you have two inventors, each has the right to sell, license or use these
rights regardless of whatever the other inventor does with it. As you can easily imagine, this can
cause problems if, for example, one inventor wants to use it and one wants to sell it. However,
there is a way out of these problems — both where the inventor wants to include non-inventors or
where there are multiple inventors — it’s a property right!

The rights that we are discussing here can be dealt with like any other property right. They can be
sold or licensed to a company, folded into an inventor-owned business, and even inherited by
your heirs. If an inventor wants to include non-inventors (family, friends, or business partners) in
the ownership of their invention, the easiest mode is to form a business in which the rights of each
member is clearly defined. This may be done, perhaps, most easily by way of an LLC or S-Corp.
A business formation not only allows the inventor to include others who are part of the invention
but can be used to potentially shield the inventor from lawsuits down the road which are related to
the making and selling of the invention. These rights, if transferred to a business, are recorded at
the USPTO so that the world is on notice as to who truly owns the invention.

Sean’s note — I am often asked if the inventor can go forward when they have not formed
a business, have not come up with a name/logo, or have not figured out how to
manufacture the invention. You do not need these things as they are not related to the
process of obtaining the patent itself. You are advised to form a company if you have
more than one inventor or owner, but if you are alone, you can always take care of those
additional steps at any point in the process (or not at all). I typically direct clients to a
business formation attorney who can help them determine which type of formation best
suits their needs.

Shouldn’t I just file a provisional application to save some money?

Some quick background: A provisional application is one which is filed and lasts for 12 months.
It cannot be extended beyond the 12 months and remains secret in the USPTO during its
pendency. It also allows the inventor to use the “patent pending” designation and provides all
other property rights associated with being patent pending. Before the 12 months expires, it must
be converted into a non-provisional patent application by filing the non-provisional and claiming
the filing date of the provisional application.

Upsides to the provisional application. The answer as to whether you should file a provisional
application depends on your situation. Provisional applications are less expensive to file because
they do not require formal drawings or a complete set of claims. A patent application typically
includes drawings, a specification and a claim set. The specification is the body of the application
providing definitions and examples and, more generally, a normal English version of your
invention. The claims define what is being protected by the patent that ultimately issues and are
amended and argued over with the patent Examiner. Because the claims are not needed and the
drawings are usually those supplied by the inventor, a provisional application requires less work
and therefore is less expensive. Also, because the USPTO does not look at a provisional
application outside of ensuring all parts have been properly filed, the government fees are quite
low. Thus, a provisional application is less expensive and can typically be filed very quickly
compared to a non-provisional patent application.
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Downsides to the provisional application. First, a provisional still must be complete and
accurate as possible because if the non-provisional relies upon the provisional, and if information
or corrections are added to the non-provisional, the filing date of the provisional will be lost. This
could lead to serious consequences if the inventor relied upon the filing date of the provisional
application and had made the invention public before the filing of the provisional application.
Second, while the application is pending for 12 months, the inventor only actually has about 10
months because the patent attorney is going to require 1-2 months to convert the application to the
non-provisional and this must be completed before the expiration of the 12 months. Third, a
provisional application is never examined by the USPTO and when the non-provisional
application is filed, the USPTO views it as a new filing. This means that your examination is
delayed by up to 12 months. Should you be in a hurry to obtain a patent, you would not want to
file a provisional application. Fourth, if the goal is to ultimately obtain a patent, the filing of the
provisional application not only delays the timeframe but adds to costs since the provisional and
non-provisional applications are usually billed separately and ultimately leads to overall increased
costs.

Sean’s note — It has been my experience that nearly all clients who filed a provisional
application have eventually come back and filed a non-provisional application because
they are still in the process of getting their invention off the ground and do not really have
much more information than when they filed the provisional. This meant they have
delayed the prosecution and spent more on legal and government fees which could have
been avoided by filing the non-provisional originally.

I am patent pending, why is this process taking so long, and should I be concerned?

The short answer is that we are dealing with an extremely busy government agency. The USPTO
has added patent examiners on a continual basis and the good news is that patent pendency times
have decreased over the last few years. However, the inventor needs to remember that there are
ultimately only one of two outcomes in this process: 1) the patent issues or 2) the patent goes into
abandonment. The patent remains patent pending until one of these two events occurs and the
inventor needs to use this patent pending time to attempt to monetize their invention by either
obtaining licenses or making and selling the invention themselves.

The timeframe of pendency can vary widely but you can expect the first response to take
anywhere from 12-24 months, though there are outliers where our firm has received first
responses in as little as 3 months and some which take more than 36 months. When we receive
the response, called an office action, we have three months to respond and during this time we
also receive the inventor’s input on the Examiner’s objections/rejections of the patent application
claims. You can expect to receive a rejection in the first office action as the Examiner is
essentially pushing the attorney to prove why something should be patentable. There are other
mechanisms at play behind the scenes at the USPTO which incentivize the Examiner’s to reject
the application during that first response, but ultimately the goal is to ensure that you are only
awarded that which you are legally entitled to. Once we reply to the office action, the Examiner
may issue an allowance or another office action. This process of going back and forth typically
takes between 8 and 16 months.

The Examiner has rejected my application for a patent, now what?

A final rejection or advisor action — essentially office actions where the Examiner is rebutting all
arguments for patentability — is not necessarily the end of the case and the applicant can continue
to fight for the patent through appeals and reconsiderations at the USPTO. However, because the
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process of patent examination from its beginning until a final rejection is typically takes between
24 and 36 months, you will often know whether or not the invention has been successful and
therefore you will also know if it makes financial sense to continue the fight. You will also have
a good idea of what the USPTO is going to throw at you and you will be more informed as to
your chances of success going forward.

If the invention is experiencing some success, but the inventor is battling the USPTO, it is
possible to keep the application in a pending status for many years to assist inventor in keeping
the competition at bay. It is also important to know that should the invention be a financial
success, that evidence can be used to support an argument for patentability. Therefore, inventors
are again highly encouraged to use the time of patent pending status to move their invention
aggressively into the marketplace.

I’ve been awarded a patent, do I have do anything else?

An awarded patent must be kept in good standing by paying maintenance fees at 3.5 years, 7.5
years and 11.5 years after issuance. Just as during the patent pending period, the holder of the
patent can sell it, license it or use it for their own purposes. A patent is a property right that can
also be transferred to a business created by the inventor and is subject to inheritance laws.
Specifically, if the inventor is going to use the patent making and selling products/services, the
inventor is encouraged to form company (LLC, S-corp, etc.) and transfer the rights of the patent
to that company. The formation of a company is also useful to determine who owns what, at least
as it pertains to the patent and can help an inventor decide who shares in the patent exploits
whether that be business partners or family members. The formation of a business entity which
holds the rights can shield those involved from litigation associated with infringement or product
liability suits.

Someone is copving my idea!

Once your patent is issued, it can also be asserted against potential infringers. While a patent
holder does not have to assert their patent rights — that is if you know of a potential infringer you
need not take action and it will not cause you to lose your rights — if the patent holder does know
of an infringer and does not take action, that lack of action may affect the amount of damages
available to the patent holder.

Should you suspect that an infringing act is occurring, it is important to contact your patent
attorney to have an infringement analysis performed. The inventor often sees infringement where
it does not exist as it is the patent claims that dictate what is covered by the patent. Determining
what is or is not infringing can be complicated and it is best not to rush to judgment before a
skilled patent practitioner has an opportunity to review the facts.
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Why does this process take so long:

Determine type of protection available
o Utility Patent (article of manufacture, process, etc.)
e Design Patent (ornamental appearance, i.e. what it looks like)

File a patent application
e Design patent
1. Only for ornamental appearance, thus less coverage
2. Typically less expensive
3. 15 years from date of grant
4. Foreign filing of application available
e Provisional Utility Application
1. Good for 12 months, but delays obtaining of an issued patent
2. USPTO fees fairly low
3. Overall cost lower, no Office Actions
e Utility Patent Application
1. Good for 20 years from the date of filing
2. USPTO fees dependent upon entity filing
3. Overall cost higher, Office Actions required whereby the applicant’s attorney and
the USPTO determine what will or will not be allowable
4. Can generally take from 18-36 months from filing for resolution
5. Can be converted into an international filing but must typically be done within 12
months of FIRST filing whether that be a provisional or a non-provisional filing
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Trademarks

Purpose

e To let your customers know who you are without confusion

e To provide a property right that you can sell or license, can become worth more than a patent

e Protecting yourself against others who might use the same name and either cause you to stop
using the name or restrict you to your current locale

Subject matter of trademarks

e Symbols, phrases, devices, sounds, appearance, etc. which is used to denote a brand or a specific
source of a good or service — the purpose of a trademark is to eliminate consumer confusion
e Used in commerce

Venues of protection:

e Common law — A trademark is formed by usage of the trademark in the areas in which it is used
e State — only covers usage within the state, supersedes common law
e Federal, preferred because complete US coverage, notice of ownership, prevents registrations of
similar marks, large body of case law leads to predictable results, enhanced damages
1. Actual damages

2. Treble damages

3. Defendant’s profits
4. Costs

5. Attorney’s fees

6. Injunctions

7.

Destruction of infringing articles
Timing
e Trademarks are based on first to file

e Generally wise to consult someone before large quantities of money are spent on advertising,
signage, etc. to avoid inadvertent infringement

Process

Is the mark actually a mark?
e Non-Generic
e Distinctive — levels of distinctiveness (and strength)
1. Generic (aspirin)
2. Descriptive (Bank of America)
3. Suggestive (Roach Motel)
4. Arbitrary (Apple)
5. Fanciful (Exxon)
e Nonfunctional
e Use in Commerce — only marks used in commerce are valid, non usage for a period of
time, typically 3 years, signifies abandonment of the mark

Is the mark or design available? Search for your mark
®  WWwWWw.uspto.gov
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Generic search engine searching — Google, Yahoo, Bing, etc.

Speak with a trademark professional

Professional Trademark Search (federal and state databases)
Trademark Opinion

File a trademark application — use TM until registration awarded

In use filing

Intent to use filing — requires subsequent action

Obtaining registration allows use of ® instead of TM
Maintenance fees at years 5, 10 and every 10 years thereafter
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Trade Secrets

Purpose

The information is such that it is not easily reverse engineered by another or available from
another source

Elements of a trade secret:

Information — formulas, methods of doing business, marking information, software, etc.
The information is not readily available by proper (i.e. not illegal) means

Information must be protected

The information provides economic value

Ways to protect a trade secret

Physical security

Document handling policy

Employee Education Program

Confidentiality Agreements

Non-Disclosure Agreements

Employee hiring and termination interviews to remind them of specific secrets covered by non-
disclosure agreements
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Copyrights

What is copyright?

Copyright is a form of protection grounded in the U.S. Constitution and granted by law for
original works of authorship fixed in a tangible medium of expression. Copyright covers both published
and unpublished works.

What does copyright protect?

Copyright, a form of intellectual property law, protects original works of authorship including
literary, dramatic, musical, and artistic works, such as poetry, novels, movies, songs, computer software,
and architecture. Copyright does not protect facts, ideas, concepts, systems, or methods of operation,
although it may protect the way these things are expressed. Copyright may be used to protect drawings
and plans. There is also a separate law that extends copyright protection to habitable fixed buildings as
well as the plans and drawings.

How is a copyright different from a patent or a trademark?

Copyright protects original works of authorship, while a patent protects inventions or discoveries.
Ideas and discoveries are not protected by the copyright law, although the way in which they are
expressed may be. A trademark protects words, phrases, symbols, or designs identifying the source of the
goods or services of one party and distinguishing them from those of others. Copyright does not protect
names, titles, slogans, or short phrases. In some cases, these things may be protected as trademarks.
However, copyright protection may be available for logo artwork that contains sufficient authorship. In
some circumstances, an artistic logo may also be protected as a trademark.

When is my work protected?

Your work is under copyright protection the moment it is created and fixed in a tangible form that
it is perceptible either directly or with the aid of a machine or device. However, under a work for hire
agreement the copyright protection may actually be "owned" by an emplover instead of the author.

Do I have to register with the copyright office to be protected?
No. In general, registration is voluntary.

Why should I register my work if copyright protection is automatic?

To make a public record of the registered work. Registered works may be eligible for statutory
damages and attorney's fees in successful litigation. If registration occurs within five years of publication,
it is considered prima facie evidence in a court of law. If a copyright is infringed, the owner of the
copyright may receive damages determined in one of three ways, as elected by the copyright owner. The
damages may be the lost profits of the copyright holder, the total profit of the infringer for products sold
using the copyrighted material, or statutory damages.

How do I register my copyright?
To register a work, submit a completed application form, and a nonreturnable copy or copies of
the work to be registered.

How long does a copyright last?

The term of copyright for a particular work depends on several factors, including whether it has
been published, and, if so, the date of first publication. As a general rule, for works created after January
1, 1978, copyright protection lasts for the life of the author plus an additional 70 years. For an anonymous
work, a pseudonymous work, or a work made for hire, the copyright endures for a term of 95 years from
the year of its first publication or a term of 120 years from the year of its creation, whichever expires first.
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